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eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 30 April 
2008 has been entered. 

Claims 4 and 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Applicant has not pointed out the antecedent 
basis in the specification as originally filed for the term "a positive amount". In response 
to this office action the new matter added must be cancelled. 

The following rejections are made anticipating the cancellation of new matter that 
is required above. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, 4, and 8 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 
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Claim 4 recites a range including 0% of a component recited in its parent claim 3. 
It is unclear if one of formula III or IV is required in nonzero amounts. Claim 8 recites 
amounts of solvent, in the component of formulation 2 of less than 100. 

Examiner appreciates applicant's response to clarify the meaning of these 
claims. While applicant's response does appear to specifically indicate the meaning of 
the terms employed, a conflict yet exists in the instant claims in that claims 3 and 1 
appear to positively recite the presence of an ingredient that may be added in an 
amount of 0% as described in claims 4 and 8, therefore being optional. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
phor art under 35 U.S.C. 103(a). 

Claims 1-11, 13, 14 and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 5997943 in view of US 4678835. 
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US 5997943 teaches a process for improving tine weatlierability of glass 
comprising cleaning a glass panel, optionally pretreating it with a hydrolysable silane, 
forming a mixture of silanes falling within the scope of formula (I) with a solvent system 
comprising ethanol and water and, an acid catalyst, and applying the mixture (at room 
temperature) by wiping (falls within the scope of "polishing"). The mixture contains 0.1- 
3% silane, 76-86% ethanol, 5-14% water and 10% acid catalyst. The text of the 
example does not clearly set forth the order in which the ingredients are combined. 
Column 2, lines 9-15 teach that the solvent system preferably contains a solubilzer 
(ethanol), a catalyst (acid) and a hydrolyser (water). Thus, the reference clearly 
discloses a component comprising water, solvent and acid catalyst to which the 
previous silane component is added. 

The amendment to the instant claims explicitly sets out each component 
contained in its own sealed vessel. The US 5997943 does not teach the silane 
component and the solvent system held separately in sealed vessels. US 4678835 
teaches that coating compositions comprising a silane component (a), including 
haloalkoxysilanes (column 13, line 48) and a different component capable of cocuring 
with the first component (b), wherein the second component may include alcohol, water 
and acid. US 4678835 teaches that the coating systems may be used as a one 
package or as a two package composition wherein "the second pack comprises the 
material functionally capable of cocuring" with "component (a)". See column 24, lines 
49-65. Column 18, lines 23-25, teach that the silanes in component (a) can moisture 
cure by reaction of the hydrolyzable silane groups. In combination with the art 
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recognized tendency of hydrolyzable silanes to undergo hydrolysis due to expose to 
atmospheric water, US 4678835 shows that it would have been obvious to one of 
ordinary skill in the art to formulate the composition of US 5997943 as a two package 
system. Starting with the teaching of US 5997943 of the addition of a silane of 
formulation I of the Instant claims to a solvent component of formulation II of the Instant 
claims, US 4678835 teaches that compositions including similar Ingredients can be 
made into one pack or two pack systems. That hydrolyzable silanes are curable by 
moisture and that using a two pack system keeps the first part, including hydrolyzable 
silane, and the second part, Including the material necessary to cure the first separate 
until the Intended use. One of ordinary skill in the art would apply the teachings of 
4678835 to formulate the composition of 5997943 as a two part system. In view of the 
clear teaching that a hydrolysable silane is susceptible to moisture, one of ordinary skill 
In the art would be motivated to seal the packages of the two part system to prevent 
contamination with atmospheric water. 

While claim 3 recites the addition of a compound of formula III or IV, claim 4, as 
previously written, depending therefrom clearly allows 0% addition rate by use of "less 
than 1 0% by weight". Claim 10, as previously written, similarly allows a 0% addition 
rate of wetting agent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
5997943 in view of US 4678835, as applied above, in view of US 5264010. 

Tlie difference between the primary references and claim 12 is the use of a metal 
oxide slurry as part of the pretreatment step. US 526401 0 teaches the use (See the 
Background of the Invention) metal oxide slurries to polish glass surfaces. It would 
have been obvious to one of ordinary skill in the art to employ a metal oxide slurry in the 
pretreatment of the substrates of 5997943 because 5264010 teaches they are useful to 
polish glass surfaces. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M. Brunsman whose telephone number is 571- 
272-1365. The examiner can normally be reached on M, Th, F, Sa; 7:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David M Brunsman/ 

Primary Examiner, Art Unit 1793 

DMB 



